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DETAILED ACTION 

Applicant's arguments filed 8/13/08 have been fully considered but they are not 
persuasive. See discussions below. Previous rejections not addressed below have been 
withdrawn. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 1-20 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for an invention comprising compound la, i.e., 2,6- 
dichloro-N-{[3-chloro-(trifluoromethyl)-2-pyrindyl]methyl}benzamide plus tolylfluanid in a 
ratio range of 1 :5 to 1 :10, does not reasonably provide enablement for the invention 
comprising compound la, i.e., 2,6-dichloro-N-{[3-chloro-(trifluoromethyl)-2- 
pyrindyl]methyl}benzamide plus tolylfluanid in the broad ratio range of 0.01 to 10. The 
specification is not enabling for an invention comprising N-{[3-chloro-5-(trifluoromethyl)- 
2-pyrindyl]methyl}-2-fluoro-6-nitrobenzamide (compound lb) or N-{[3-chloro-5- 
(trifluoromethyl)-2-pyrindyl]methyl}-2-fluoro-6-nitrobenzamide (compound Ic) plus 
tolylfluanid. Compounds lb and Ic differ in chemical functionality from compound la. 
Therefore, the activity of compound la would not render the activity of compound lb and 
Ic obvious. Small changes in chemical functionality on a chemical structure core may 
affect the activity of a compound. The specification is also not enabling for an invention 
comprising preventing or curing fungi growth. The specification does not enable any 
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person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the invention commensurate in scope with these claims. 

Possession Based on Ordinary Skilled Artisan 's Determination/ State of the Prior Art 

It is accepted in the art that compounds la, lb, Ic and tolylfluanid are fungicides. In fact, 
WO 03/034824 teaches that compounds la, lb and Ic are fungicides used to control (rather than 
prevent or cure) fiingi growth and The Agricultural Handbook, 3^'* edition, A0400, August 1991 
teaches that tolylfluanid is a fungicide used to control (rather than prevent or cure) fungi growth. 
Based on these teachings, one of ordinary skill in the art would have been motivated to combine 
compounds la, lb, or Ic with tolylfluanid expecting that the resulting combinations would show 
fungicidal activity. 

An analysis based upon the Wands factors is set forth below. 

To be enabling, the specification of a patent must teach those skilled in the art how to 
make and use the fiiU scope of the claimed invention without undue experimentation. In 
Genentech Inc. v. Novo Nordisk 108 F.3d 1361, 1365, 42 USPQ2d 1001, 1004 (Fed. Cir. 1997); 
In re Wright 999 F.2d 1557, 1561, 27 USPQ2d 1510, 1513 (Fed. Cir. 1993),. See also Amgen 
Inc. V. ChugaiPharm. Co., 927 F.2d 1200, 1212, 18 USPQ2d 1016, 1026 (Fed. Cir. 1991); In re 
Fisher All F.2d 833, 839, 166 USPQ 18, 24 (CCPA 1970). Further, in In re Wands 858 F.2d 
731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988) the court stated: 

Factors to be considered in determining whether a disclosure would require undue 

experimentation have been summarized by the board in Ex parte Forman (230 USPQ 
546, 547 (Bd Pat App Int 1986)). They include (1) the quantity of experimentation 
necessary, (2) the amount of direction or guidance presented, (3) the presence or absence 
of working examples, (4) the nature of the invention, (5) the state of the prior art, (6) the 
relative skill of those in the art, (7) the predictability or unpredictability of the art and (8) 
the breadth of the claims. 
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Breadth of Claims 

Applicants' claims are to combinations of compounds la, lb, or Ic with tolylfluanid in a 
ratio of 0.0 10 to 10. 

Nature of the invention/State of the Prior Art 

Claims 1 1-20 of the instant application which claim an invention comprising compounds 
la, lb, or Ic with tolylfluanid in a ratio of 0.010 to 10 is representative of the nature of 
Applicants' invention. It is accepted in the art that compounds la, lb, Ic and tolylfluanid are 
fungicides. In fact, WO 03/034824 teaches that compounds la, lb and Ic are fungicides used to 
control fungi growth and The agricultural Handbook, 3^'* edition, A0400, August 1991 teaches 
that tolylfluanid is a fungicide used to control fiingi growth. Based on these teachings, one of 
ordinary skill in the art would have been motivated to combine compounds la, lb, or Ic with 
tolylfluanid expecting that the resulting combinations would show fungicidal activity. 

Level of One of Ordinary Skill & Predictability/Unpredictability in the Art 

The level of a person of ordinary skill in the art is high, with ordinary artisans having 
advanced scientific degrees (M.S., Ph.D., or combinations thereof). There is a general lack of 
predictability in the fungicidal art. The art is especially unpredictable with regards to the 
existence and formation of compositions yielding better than additive activity for the chemical 
combinations set forth by the claims. 

Guidance/Working Examples 
Applicants provide examples depicting better than additive activity for an 
invention comprising compound la, i.e., 2,6-dichloro-N-{[3-chloro-(trifluoromethyl)-2- 
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pyrinclyl]nnethyl}benzamide plus tolylfluanid in a ratio range of 1 :5 to 1 :10 on pages 12- 
1 3 of the specification. 

However, Applicants' specification does not provide better than additive activity 
for an invention comprising compound la, i.e., 2,6-dichloro-N-{[3-chloro-(trifluoromethyl)- 
2-pyrindyl]methyl}benzamide plus tolylfluanid in the broad ratio range of 0.01 to 10. The 
Applicants' specification does not provide better than unexpected results for an 
invention comprising N-{[3-chloro-5-(trifluoromethyl)-2-pyrindyl]methyl}-2-fluoro-6- 
nitrobenzamlde (compound lb) or N-{[3-chloro-5-(trifluoromethyl)-2-pyrindyl]methyl}-2- 
fluoro-6-nitrobenzamide (compound Ic) plus tolylfluanid. The Applicants' specification 
also does not provide examples of how the claimed combination of ingredients would 
prevent or cure fungi growth. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mercer et al (WO 03/034824; 5/1/03) and The Agrochemicals Handbook, 3rd edition, 
A0400, August 1991 . Mercer et al. teach a fungicidal composition comprising a 
compound of instant formula I wherein the compound of formula I can be la, lb or Ic. 
See abstract, pages 5,6,10. Mercer teaches that the composition can comprise 
phosphorous acid derivatives such as fosetyl - Al which is aluminum ethyl hydrogen 
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phosphonate as well as carriers. See page 14 line 26 and page 15 lines 9-15. Mercer 
teaches a method of applying the composition onto seed and vine plants in order to 
control fungi growth. See page 16 lines 7-8 and page 24 lines 23-28. Mercer does not 
teach the composition / method comprising tolylfluanid. However, The Agrochemicals 
Handbook discloses that tolylfluanid is a fungicide. It would have been obvious to 
modify the composition / method of Mercer to include the tolylfluanid taught by The 
Agrochemical Handbook. One would have been motivated to do this since Mercer is 
open to the inclusion of other fungicides. See Mercer page 14 lines 1-2. With respect to 
the amounts and ratios of ingredients, one having ordinary skill would have determined 
the optimum amounts and ratios of ingredients. One would have been motivated to do 
this in order to develop an invention that would have been most effective in controlling 
fungi. It is possible that the optimum amounts / ratios of ingredients determined for the 
instant invention could have fallen within the instant ratios and amounts. The 
specification provides unexpected (synergistic) results for the composition / method 
comprising a compound of formula la, i.e, 2,6-dichloro-N-{[3-chloro-(trifluoromethyl)-2- 
pyrindyl]methyl}benzamide and tolylfluanid in a ratio range from 1 :5 to 1 :10. However, 
the claims are not commensurate in scope with the unexpected results. 

New Rejection 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1 1-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-18 of 
copending Application No. 1 1/884,154. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both inventions make claim to 
an invention comprising compounds la, lb or Ic plus tolylfluanid. The claims of instant 
application versus those of USAN '154 differ in scope. The instant independent claim 20 
comprises compound of formula la, lb or Ic plus tolylfluanid, whereas '154 independent 
claim 1 comprise compound la, lb or Ic but does not recite tolylfuanid. However, claim 
12 of '154 recite, "A composition according to claim Ifurther comprising a fungicidal 
compound (c )". Note, the description of compound (c ) in the specification of '154 on 
pages 4-5 includes tolylfluanid. For this reason '154 makes the claims of the instant 
application obvious in that one would have been motivated to add tolylfluanid to 
compound la, lb or Ic. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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Telephonic Inquiry 

Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Alton N. Pryor whose telephone number is 571-272- 
0621 . The examiner can normally be reached on 8:00 a.m. - 4:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Alton N. Pryor/ 

Primary Examiner, Art Unit 1616 



